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NON-FINAL REJECTION 

Election/Restrictions 

1 . Applicant's election without traverse of claims 23-39 and 44 in the reply filed on 
8/05/2009 is acknowledged. 

2. Claims 40-43 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 8/05/2009. 

Drawings 

3. Figure 7 should be designated by a legend such as -Prior Art- because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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6. Claims 23-39 and 43 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 23 includes the limitation: "wherein the intermediate layer is made of a material 
other than the aluminum oxide" which is a negative limitation that renders the claim 
indefinite because it attempts to claim the invention by excluding what the 
Applicant's did not invent rather than distinctly and particularly pointing out what they 
did invent. In re Schechter, 205 F.2d 185, 98 USPQ 144 (CCPA 1953). 



On line 3, of claim 38, the limitation: "an electrical/magnetic transducer, which is 
provided on the undercoat film of the thin-film magnetic head substrate", is repeated in 
claim 23. The claim should be modified to further define the invention. 

Claim Objections 
7. Claim 33 is objected to because of the following informalities: 
On line 2, the phrase "an Si film" should be -a Si film--. 
Appropriate correction is required. 



Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application lor patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 23-24, 33, 38-39 and 44 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sato(GB 2391104). 

Re claim 23: Sato discloses a thin-film magnetic head substrate (the layer structure in 
Fig.2 for instance) comprising: 

a ceramic base (layers 1/2 see page 12, line 15 to page 12, line 4) with a principal 
surface (top surface of layer 2 in Fig.2); and 

an undercoat film 5a, which is made of an aluminum oxide and which covers the 
principal surface of the ceramic base (placed on top of surface of 2), an 
electrical/magnetic transducer 6 being provided on the undercoat film, 

wherein the substrate further includes an intermediate layer 3 between the 
principal surface of the ceramic base and the undercoat film, and 

wherein the intermediate layer is made of a material (NiFe) other than the 
aluminum oxide and has been patterned so as to make a portion of the principal surface of 
the ceramic base contact with the undercoat film (in Fig.2; 5a contacts top surface of 2). 

Re claim 24: Sato further discloses wherein the intermediate layer has an opening (by 
way of 5a) where the electrical/magnetic transducer is not located (Fig.2). 
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Re claim 33: Sato further discloses wherein the intermediate layer is made of a metal 
film or a Si film (NiFe). 

Re claim 38: Sato further discloses the thin-film magnetic head slider (as shown in Fig.l) 
comprising: the thin-film magnetic head substrate of claim 23; and the 
electrical/magnetic transducer, which is provided on the undercoat film of the thin-film 
magnetic head substrate (as discussed previously regarding claim 23). 

Re claim 39: Sato further discloses a hard disk drive comprising the thin-film magnetic 
head slider of claim 38 (as indicated by on page 1; the magnetic head structure disclosed 
is used in a hard magnetic disk drive). 

Re claim 44: Sato inherently discloses a method of making a thin-film magnetic head 
slider, the method comprising the steps (pages 22-39) of: 

preparing the thin-fi lm magnetic head substrate of claim 23 (as discussed above 
for claim 23); and 

fabricating the electrical/magnetic transducer on the undercoat film (as shown in 
Fig.1-2). 



10. Claims 23-26, 33-34 and 44 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Edelman et al. (US 2005/0174687; hereinafter Edelman). 
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fie claim 23: Edelman discloses a thin-film magnetic head substrate (in Fig. 5, for 
instance) comprising: 

a ceramic base 118 (sample materials indicated in para.0026) with a principal 
surface (top surface of 1 18 in Fig.5); and 

an undercoat film 134, which is made of an aluminum oxide (such as for layers 
54/56 in para.0032) and which covers the principal surface of the ceramic base (formed 
on top of the top surface of 1 18 in Fig.5), an electrical/magnetic transducer 116 being 
provided on the undercoat film, 

wherein the substrate further includes an intermediate layer 124 between the 
principal surface of the ceramic base and the undercoat film (between top of layer 134 
and top of layer 1 1 8), and 

wherein the intermediate layer is made of a material (such as for layer coil 44 in 
para.0030) other than the aluminum oxide and has been patterned so as to make a portion 
of the principal surface of the ceramic base contact with the undercoat film (rear portion 
away from the air bearing surface 138). 

Re claim 24: Edelman further discloses wherein the intermediate layer has an opening 
where the electrical/magnetic transducer is not located (on rear portion away from the 
medium 146). 

Re claim 25: Edelman further discloses wherein the electrical/magnetic transducer 
provided on the undercoat film includes: 
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a lower magnetic shield film 130; 

a magneto-resistive element 132 arranged on the lower magnetic shield film; and 
an upper shield film 128, which has been deposited on the lower magnetic shield 

film so as to cover the magneto-resistive element, and 

wherein the intermediate layer has been patterned so as to cover the entire 

projection (layer 124 stretches beyond the rear portion of 132) of the magneto-resistive 

element on the principal surface of the ceramic base. 

Re claim 26: Edelman further discloses wherein the intermediate layer has been 
patterned so as to cover the entire projection of the lower magnetic shield film on the 
principal surface of the ceramic base (Fig. 5). 

Re claim 33: Edelman further discloses wherein the intermediate layer is made of a 
metal film or a Si film (Cu for example). 

Re claim 34: Edelman further discloses wherein the intermediate layer is made of a 
material selected from the group consisting of Cu, alloys including Cu, Cr, alloys 
including Cr, and Si (para. 0030). 

Re claim 44: Edelman inherently discloses a method of making a thin-film magnetic 
head slider, the method comprising the steps (as discussed above) of: 

preparing the thin-film magnetic head substrate of claim 23 (as discussed above 
for claim 23); and 
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fabricating the electrical/magnetic transducer on the undercoat film (as shown in 

Fig-5). 

Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 32 and 35-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sato. The teachings of Sato have been discussed previously. 

Re claims 32 and 35: Sato discloses the claimed invention except for wherein the 
intermediate layer has a thickness of 1 nm to 1 urn, as recited in claim 32 and wherein the 
undercoat film has a thickness of 10 nm to 1 um, as recited in claim 35 . 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the thicknesses of each layer for the purpose of changed 
the conductive and/or magnetic characteristics of each layer, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 
233 (CCPA 1955). 
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fie claim 36: Sato discloses the claimed invention except for wherein the ceramic base is 
made of an alumina-based ceramic material including 24 mol % to 75 mol % of .alpha. - 
Al. sub. 20. sub. 3 and at most 2 mol % of an additive. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the substrate material composition of AI2Q3 in the 
substrate layers for the purpose of modifying the conductive properties of the substrate, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. Inre Leshin, 125 USPQ416(CCPA 1960). 

Re claim 37: Sato further discloses wherein the ceramic base further includes a carbide 
or nitride carbonate of a metal (AbOs-TiC). 

13. Claims 27-3 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sato in 
view of Hirooka (JP 2004-127442). The teachings of Sato have been discussed previously. 

Re claims 27-31 : Sato discloses the claimed invention except for wherein a portion of 
the intermediate layer makes an alignment mark for use in positional alignment, as 
recited in claim 27 ; wherein a portion of the intermediate layer makes a pattern 
representing identification information, as recited in claim 28 ; wherein the identification 
information includes i nformation about the identity of the ceramic base, as recited in 
claim 29 ; wherein the pattern representing the identification information has been 
record ed on a plurality of areas of the principal surface of the ceramic base, mutually 
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different pieces of the information being distributed to the respective areas, as recited in 
claim 30 ; or wherein the areas are arranged so as to form multiple different thin-film 
magnetic heads when the substrate is divided, as recited in claim 3 1 . 

The prior art of Hirooka also teaches the known technique of placing a 
identification information on a surface of the substrate layer of a slider or multiple sliders 
during manufacturing (para.0049-0055). Furthermore, Hirooka teaches that the substrate 
can include an alignment mark (para. 0076-0077) on the slider or the identification 
information is unique to each substrate and that such information can be placed on 
multiple slider bodies during manfacturing (Fig, 1-5) (see para.0020-003 1 ), as recited in 
claims 27-31 . 

Therefore, a person of ordinary skill in the art would have recognized that 
applying the known technique of using the alignment mark or identification information 
pattern for slider substrates layers, either on the substrate principal layer or other layers 
placed on the substrate, for the purpose of aligning the slider and providing identification 
data for the slider would have yielded predictable results and would have eased the 
manufacturing process of the slider substrates. 



Conclusion 

14. The prior art made of record in PTO-892 Form and not relied upon is considered 
pertinent to applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARLOS E. GARCIA whose telephone number is (571)270- 
1354. The examiner can normally be reached on M-Th 9am-5pm F 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Andrea can be reached on 571-272-4483. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/C. E. G./ /Andrea L Wellington/ 

Examiner, Art Unit 2627 Supervisory Patent Examiner, Art Unit 

10/14/2009 2627 



